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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Response to Amendment 

1 . The affidavit filed on 4/19/05 under 37 CFR 1 .131 has been considered but is 
ineffective to overcome the Shanahan et al. reference. 

2. The evidence submitted is insufficient to establish a conception of the invention 
prior to the effective date of the Shanahan et al. reference. While conception is the 
mental part of the inventive act, it must be capable of proof, such as by demonstrative 
evidence or by a complete disclosure to another. Conception is more than a vague idea 
of how to solve a problem. The requisite means themselves and their interaction must 
also be comprehended. See Mergenthaler v. Scudder, 1897 CD. 724, 81 O.G. 1417 
(D.C. Cir. 1897). The affidavit does not show sufficient evidence of the concept that the 
roller which forms the strand of material onto the edge of the workpiece also contained 
projections and recesses which would provide the surface of the extruded strand with 
ornamentation or a pattern. While step 8) does state the surface can be patterned, it 
does not indicate which surface is patterned, nor does it link the patterning of the strand 
with the roller which forms the strand to the edge of the workpiece. 

Additionally, all of the claims must be supported by or obvious in view of the 
evidence provided. While chip or particle board is obvious in view of a wood board, it is 
uncertain if a board of wood-like particles is obvious in view of a wood board. While the 
figures clearly show transporting the workpiece past the extrusion means(claim 2), they 
do not appear to show a stationary support means for the workpiece, clamping means 
for clamping the workpiece to the support means or a movable member on which the 
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extrusion means and forming means are transportable along the edge, but rather show 
moving the workpiece rather than the extruder.(claim 3) They do show pressure means 
to urge the workpiece against the forming means(5).(claim 4) They also show an 
adhesive applicator(9) upstream of the strand application location(claim 7) and cooling 
means(10) for the strand(claim 8) downstream of the application of the decorative 
foil. (claim 10) However, it does not show a pair of driven wheels arranged that the 
workpiece is clamped between the wheels(claim 1 1) since the wheels(3,5) are not 
disclosed as driven and since the wheel(3) has a different function than clamping. 
Therefore, claims 3 and 1 1 are not fully supported by or obvious in view of the affidavit. 



Claim Rejections - 35 (JSC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the. international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1, 2, and 4 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Shanahan et al.(U.S. Patent 6,231,327). 

Shanahan et al. discloses an apparatus for applying a plastic strip to the edge of 



a plate-like workpiece by extruding the plastic strip on the edge of the workpiece, and 
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using a forming means having protrusions and recesses to form to form a desired profile 
via squeezing the plastic between the roller and the edge of the workpiece. (Figure 1) 

Regarding claim 2, the reference shows moving the workpiece past the 
extruder.(Figure 1 ) 

Regarding claim 4, since the workpiece is clamped and moved in relation to the 
forming roller, it is pressed against the forming roller as the two are pressed together for 
form the desired pattern. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 3 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shanahan et al. as applied to claim 1 above, and further in view of Munro. 

The reference cited above discloses a support means, clamping means, and 
movable members on which the extruder and forming means are transportable along 
the edge of the workpiece. (Figure 1 ) However, the reference does not disclose the 
workpiece is clamped to a stationary support or that the extruder and forming means 
are located on a single movable member. Munro discloses a device for applying an 
edge to a plate-like workpiece wherein the workpiece is stationary and both the extruder 
and forming means are located on a single movable member.(Abstract; Col. 7, II. 67- 
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Col. 8, II. 3) It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to clamp the workpiece to a stationary support and locate both the 
extruder and forming means are located on a single movable member since this would 
allow the device of Shanahan et al. to be made portable. (Abstract) 

Regarding claim 9, Munro discloses applying a band of material to the adhesive 
laid down by the extruder.(Figure 1) It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to apply a strip of material to the plastic of 
Shanahan et al. since this would allow the addition of materials which cannot be 
extruded, such as gold film or wood grained paper, to the edge of the workpiece. 
7. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shanahan et al. as applied to claim 1 above, and further in view of Nakata et al. 

The reference cited above does not disclose applying a primer to the workpiece 
prior to applying the plastic strip. Nakata et al. discloses an apparatus for applying strip 
of material to the edge of a workpiece wherein primer can be applied to the window 
edge prior to application of the strip of material. (Col. 6, II. 48-50) It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use an 
adhesive applicator to apply primer to the edge of the workpiece prior to applying the 
plastic strip as in Shanahan et al. since it is well-known and conventional in the arts to 
apply primers to better bond extruded plastic materials to substrates as shown for 
example by Nakata et al. which discloses applying a primer to the edge of a workpiece 
prior to applying an extruded plastic material to it.(Col. 6, II. 48-50) 
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8. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shanahan et al. as applied to claim 1 above, and further in view of Hasenkamp et 
al.(WO98/04390). U.S. Patent 6,432,237 is considered an English language translation 
thereof, and all column and line numbers refer to it. 

The reference cited above does not disclose cooling the strip after application of 
the decorative material. Hasenkamp et al. discloses it is known when applying 
thermoplastic to the edge of a workpiece to cool the material so that it does not 
penetrate too far into the edge of the workpiece. (Col. 3, II. 16-23) It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to cool the 
strip of material applied to the workpiece since this would prevent the material from 
penetrating too far into the workpiece.(Col. 3, II. 16-23) 

9. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shanahan et al. and Munro as applied to claim 1 above, and further in view of 
Hasenkamp et al. 

The references cited above do not disclose cooling the strip after application of 
the decorative material. Hasenkamp et al. discloses it is known when applying 
thermoplastic to the edge of a workpiece to cool the material so that it does not 
penetrate too far into the edge of the workpiece.(Col. 3, II. 16-23) It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to cool the 
strip of material applied to the workpiece since this would prevent the material from 
penetrating too far into the workpiece.(Col. 3, II. 16-23) While the reference is silent as 
to when the cooling takes place, one in the art would appreciate that the cooling would 
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occur after application of the decorative material as otherwise the surface of the 
adhesive would have cooled too much to allow bonding of the decorative material to the 
extruded strip. 

10. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shanahan et al. as applied to claim 1 above, and further in view of Ecklund et al. 

The references cited above do not disclose using a pair of driven rolls to move 
the workpiece relative to the edge bander. Ecklund et al. discloses it is known to move 
a workpiece past an extruder which extrudes material on the edge by using a pair of 
driven rolls. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to move the workpiece past the extruder since the device of Nakata 
et al. would not work well with a material like wood which is not easier held by suction 
cups and since Ecklund et al. discloses it is known to use driven rollers to move 
workpieces past an extruder.(Figure 1 ) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barbara J. Musser whose telephone number is (571) 
272-1222. The examiner can normally be reached on Monday-Thursday; alternate 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Blaine Copenheaver can be reached on (571)-272-1 156. The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



872-9306. 
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